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The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1, 4, 7, 10-22, 24, 26-34 and 55-59 are rejected under 35 U.S.C. 112, first 
paragraph, because the specification, while being enabling for the coating composition 
comprising the recited components and amounts thereof in examples, does not 
reasonably provide enablement for the recited component. The specification does not 
enable any person skilled in the art to which it pertains, or with which it is most nearly 
connected, to make the invention commensurate in scope with these claims. 

Again, undue experimentation would be needed in order to find out the recited 
properties for different compositions (components and amounts thereof). The 
mandatory components recited in the claims are only a polymer in an emulsion (or 
latex) without any particular polymer and amount thereof and 0.1 to 20.0 wt% of the 
recited boehmite particles . Thus, a composition comprising 1 wt% of any polymeric 
latex and 0.1 wt% of the recited boehmite particles falls within scope of the instant 
claims but such composition would not yield the recited properties and applicant failed 
to show otherwise. 

Applicant asserts that the claims recite a composition and properties associated 
with the composition and that such properties are part of the scope of the claims. The 
examiner agrees with applicant's statement that the composition and properties are 
related to each other, but the recited properties are based on the particular composition 
having reasonable base properties such as paints used in applicant's new 1 .132 
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declaration, not any polymer emulsion recited in the instant claim, by adding the recited 
amount of boehmite particles. A polymeric emulsion composition without having 
reasonable base properties will not yield the recited properties by just adding the recited 
amount of boehmite particles. 

Had applicant shown that a composition comprising 2 wt% of an acrylic polymer 
emulsion which falls within the scope of the instant claim and 0.1 or 5 wt% of the recited 
boehmite particles have yielded the instantly recited properties, the examiner's instant 
position would have been weak, but that is not case here. Applicant also asserts that 
what is well-known is best omitted, but such assertion has little probative value since it 
is not known what the claimed polymeric emulsion would encompass. A surface 
coating solution includes paints, surface protectants and adhesive discussed in 
specification and it also includes cosmetic, for example. Polymers can be various water 
soluble and water-dispersible polymers. Applicant's examples show paints with an 
acrylic binder with high amount of pigment and various other additives which already 
possess decent values for flow and leveling and sag resistance without the instant 
boehmite particles. Various binders for paints are known such as acrylic, alkyd, 
urethane and paints having various properties are also well known such as wall or 
ceiling paint, flat, semi-gloss, gloss, high sheen and/or low sheen, for example, even 
without considering amount of the binder and pigment and other additives. Thus, the 
scope of the claimed composition is not well-known as asserted by applicant. 

An addition of 0.1-20 wt% of the recited boehmite particles in any polyermic 
emulsion with a low concentration alone would not yield the instant properties and such 
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properties are dependent on various factors such as various polymers, pigments, 
surfactants, non-associative thickeners (such as colloidal clay or silica), co-solvents 
other than water and amounts thereof, to name a few, but such limitations are absent 
from the instant claims. 

Also, applicant has stated that improvements in flow and leveling often 
comes with a sacrifice to sag resistance and vise-versa at the bottom of page 8 in 
the new 1.132 declaration, and such statement is the proof that the results are 
unpredictable which would require undue experimentation. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 4, 7, 10-22, 24, 26-34 and 55-59 are rejected under 35 U.S.C. 112, 
second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

The recited values for flow and leveling and sag resistance are indefinite absent 
the time of measurement since applicant's 1 .1 32 declaration filed on February 1 0, 2009 
shows that such values would change with time (see an example with Catapal D in 
Table D2). Applicant failed to address the rejection. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1, 4, 7, 10-22, 24, 26-34 and 55-59 are rejected under 35 U.S.C. 103(a) 
as obvious over Elsik et al (US 5,550,180) and Bugosh (US 2,915,475), and in view of 
Gernon et al (US 2006/01 061 29 A1 ). 

Rejection is maintained for reason of record with following response. 

1 . Bugosh is cited to show the instant aspect ratios and a dimension, not a 
composition and other properties as asserted by applicant. Also, the instant claims are 
silent as to the composition of the coatings and paints other than well known polymeric 
emulsion and the utilization of said polymeric emulsion in said coatings and paints is 
well known in the as taught by the various art of record. 

2. Again, with respect to applicant's assertion with respect to the activated 
boehmite particles, the instant invention is directed to the composition, not activating the 
boehmite particles asserted by applicant. Elsik et al teach employing ammonium 
hydroxide which inherently activates boehmite particles in the paint. 

3. With respect to applicant's assertion with respect to Gernon et al, the addition 
of boehmite particles of Bugosh in the paints of Elsik et al would have yielded the 
instant properties and applicant failed to show otherwise. 

With respect to the examiner's statement that a leveling score of 8 is taught for a 
latex compositions for said table 3 which do not contain associative thickeners, 
applicant asserts said compositions lack boehmite particles and the sag resistance is 
not taught. However, the rejection does not rely on boehmite particles in Gernon et al 
and Gernon et al are cited to show other properties claimed and well known facts in 
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paints. In response to applicant's arguments against the references individually, one 
cannot show nonobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co., 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

Applicant also asserts that (associative) thickeners can influence some of 
properties such as the viscosity and leveling, and the examiner agrees with applicant. 
However, Elsik et al teach compositions without associative thickeners. Furthermore, 
the instant claims permit other thickeners such as colloidal silica and/or non-associative 
thickeners which would influence the viscosity and leveling. 

4. Rejection is based on the addition of boehmite particles taught by Bugosh in 
the paint of Elsik et al, and applicant failed to show any unexpected result. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Tae H. Yoon whose telephone number is (571) 272-1 128. The examiner 
can normally be reached on Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David Wu can be reached on (571 ) 272-1 1 14. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Tae H Yoon/ 
Primary Examiner 
Art Unit 1796 

THY/October 24, 2009 



